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DETAILED ACTION 

Election/Restrictions 

1 . Claims 3 and 4 withdrawn from further consideration pursuant to 37 CFR 

1 .142(b) as being drawn to a nonelected group, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 4/4/2008. 

2. Applicant's election without traverse of group I, claims 1 and 2 in the reply filed 
on 4/4/2008 is acknowledged. 

Priority 

3. Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 119(a)-(d). The certified copy has been filed in parent Application No. JP 2002- 
63395, filed on 3/8/2002. 

Information Disclosure Statement 

4. The information disclosure statements (IDS) submitted on 9/7/04 and 1 1/19/07 
are in compliance with the provisions of 37 CFR 1 .97. Accordingly, the information 
disclosure statement is being considered by the examiner. 

Status of Application 

5. Claims 1 and 2 are presented for examination. Claims 3 and 4 are withdrawn. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Kimura, et al. 
(JP 2001-353444). 

Claim 1 recites a process for producing a catalyst for hydrodesulfurization and 
isomerization, comprising supporting palladium on a composition comprising a platinum- 
supported sulfated zirconia and alumina. 

Kimura '444 teaches a catalyst used for desulfurization. (para. 1) The catalyst 
composition contains a zirconium oxide, an alumina, a sulfate ingredient, palladium and 
optionally another metal such as platinum, (para. 9-10) The catalyst can be made by 
several different methods, including method (4), making the sulfated-zirconia, mixing in 
the alumina, drying and calcining and then impregnating palladium (para. 24) The 
second metal, such as platinum, may be added at any stage before the calcination step, 
(para. 25) The metals may be introduced during the kneading step when the sulfate 
ingredient is added to the zirconia. (para. 36) In addition to desulfurization, Kimura '444 
discloses that a platinum metal with sulfated-zirconia had high isomerization 
performance. 
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Therefore, Kimura '444 teaches with sufficient specificity a catalyst created by 
creating a platinum, zirconia, and alumina support and then supporting palladium onto 
that support. Claim 1 is anticipated by the prior art. 

Claim Rejections - 35 USC § 103 

8. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kimura, 
et al. (JP 2001-353444) optionally in view of Matsuzawa (US 6,107,235). 

Kimura '444 teaches the process as described above for making a catalyst. 
Zirconium hydroxide is sulfated, possibly with platinum as discussed earlier, and then 
an inorganic oxide such as alumina is added. The alumina precursor may be aluminum 
hydroxide, boehmite, or quasi-boehmite. (para. 33) 

The process order of first combining platinum and zirconia before adding alumina 
is mentioned as an option for creating the catalyst support in Kimura '444. The metal by 
be added at the time of kneading with the sulfate source, (para. 36) Given that Kimura 
'444 teaches the addition of platinum into the sulfated zirconia before alumina addition 
as a viable possibility, the order of process steps as claimed is not found patentable. 
Generally a change in process step sequence or adding ingredients is not found 
patentable over the prior art and is a prima facie case of obviousness. 

Kimura '444 does not teach the process step order of supporting platinum first 
onto the sulfated-zirconia and then mixing the alumina, nor does it teach the use of 
pseudoboehmite. 
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The use of pseudoboehmite would be obvious to one of ordinary skill in the art 
given the teaching of alumina and other boehmite materials. The use of another type of 
alumina is found to be an obvious alternative and not patentable over the prior art. 

Alternatively, Matsuzawa '235 teaches the specific use of pseudoboehmite 
alumina for the stabilization of zirconia. (col 2, lines 40-42) Matsuzawa '235 also 
teaches that aluminum oxide hydrates of boehmite structure in general are suitable, (col 
3, lines 24-27) The catalyst composition made by Matsuzawa '235 is for isomerization of 
hydrocarbons, (abstract) One would be motivated to use the teachings of Matsuzawa 
'235 because it teaches that alumina is an effective stabilizer for zirconia because it 
does not interfere with its acidic nature and that pseudoboehmite gives the composition 
excellent shapability. (col 2, lines 56-65) 

Therefore, claim 2 is not found patentable over the prior art. 



Double Patenting 

9. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
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be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

10. Claims 1 and 2 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 4 of U.S. Patent No. 6,737,380 in 
view of Matsuzawa (US 6,107,235). Claim 4 of US 6,737,380 differ from the instant 
claims because it does not include a palladium loading step after the creation of a 
support comprising zirconia, a group VIII metal, and alumina and calcining. However, 
Matsuzawa '235 teaches that loading a group 8, 9, or 10 metal after the creation of a 
support of zirconia and alumina is known in the art. (claim 1) One would be motivated to 
combine these references because they are both solid acid catalysts for use in 
isomerization. (see abstracts) The addition of a metal after creating the support would 
increase catalytic ability. Therefore the instant claims are not found to be patentably 
distinct from those of US 6,737,380 in view of Matsuzawa '235. 

Conclusion 

Claims 1 and 2 have been rejected. No claims have been allowed. Claims 3 and 
4 have been withdrawn. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DIANA J. LIAO whose telephone number is (571)270- 



Application/Control Number: 10/506,802 Page 7 

Art Unit: 1793 

3592. The examiner can normally be reached on Monday - Friday 8:00am to 5:30pm 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on 571-272-1358. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ngoc-Yen M. Nguyen/ 
Primary Examiner, Art Unit 1793 
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